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Status 

1 )[3 Responsive to communication(s) filed on 13 April 2004 . 
2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-20 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1-20 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) Q Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10® The drawing(s) filed on 13 April 2004 is/are: a)E3 accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121(d). 
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DETAILED ACTION 

Claim Objections 

1 . Claim 3 is objected to because of the following informalities: "the housing 
includes a static dissipative polymer" should be replaced with "the housing is formed of 
a static dissipative polymer". 

2. Claim 1 0-1 3 is objected to because of the following informalities: 

"wherein means for dissipating the static charge" in claims 10-11,13 should be 
replaced with "wherein the means for dissipating the static charge"; 

"wherein dissipating the static charge" in claim 12 should be replaced with 
"wherein the means for dissipating the static charge". 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

4. Claims 1-8, 10, 16-20 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the enablement requirement. The claim(s) contains subject 
matter, which was hot described in the specification in such a way as to enable one 
skilled in the art to which it pertains, or with which it is most nearly connected, to make 
and/or use the invention. 

Claim 1 , 10, 16 recite "a housing having a surface resistivity in a range of 
approximately 10 6 ohms/square to approximately 10 12 ohms/square". The specification 
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discloses forming a housing with a PermaStat® material by RTP Company [page 14, 
lines 19-20], Stat-Loy® [page 14, lines 23-24] and Stat-Kon® by LNP Engineering 
Plastics Inc. [page 14, line 31 -page 15, line 2]. 

A brochure by RTP Company submitted as part of the IDS titled "PermaStat® 
Compounds", December 2000, discloses only a surface resistivity in a range of 10 10 
ohms/square-10 11 ohms/square for PermaStat® [page 1, column 1]. A brochure by LNP 
Engineering Plastics Inc. submitted as part of the IDS titled "STAT: A guide to LNP's 
line of thermoplastic composites for electrostatic dissipation", 2001, discloses only a 
surface resistivity in a range of 10 9 ohms/square-10 12 ohms/square for Stat-Loy® and in 
a range of 10° ohms/square-10 12 ohms/square for Stat-Kon® [page 2, column 1]. 

The brochures do not support the material used for the housing having a surface 
resistivity in a range of 10 6 ohms/square-10 12 ohms/square. 
5. Claims 3-5, 17 rejected under 35 U.S.C. 112, first paragraph, because the 
specification, while being enabling for a housing having a surface resistivity in a range 
of 10 10 ohms/square-10 11 ohms/square for PermaStat®, in a range of 10 9 ohms/square- 
10 12 ohms/square for Stat-Loy® and in a range of 10° ohms/square-10 12 ohms/square 
for Stat-Kon® does not reasonably provide enablement for a housing having a surface 
resistivity in a range of approximately 10 6 ohms/square to approximately 10 12 
ohms/square. The specification does not enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make the invention commensurate 
in scope with these claims. 

Claim 3 is only supported for a range of 10 10 ohms/square-10 11 ohms/square if 
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PermaStat® is used, and for a range of 10 9 ohms/square-10 12 ohms/square if Stat-Loy® 
is used. 

Claim 4 is only supported for a range of 10 10 ohms/square-10 11 ohms/square if 
PermaStat® is used, for a range of 10 9 ohms/square-10 12 ohms/square if Stat-Loy® is 
used, and for a range of 10° ohms/square-10 12 ohms/square if Stat-Kon® is used. 

Claim 5 is only supported for a range of 10° ohms/square-10 12 ohms/square if 
Stat-Kon® is used. 

Claim 17 is only supported for a range of 10 10 ohms/square-10 11 ohms/square if 
PermaStat® is used, for a range of 10 9 ohms/square-10 12 ohms/square if Stat-Loy® is 
used, and for a range of 10° ohms/square-10 12 ohms/square if Stat-Kon® is used. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
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consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f)or(g) 
prior art under 35 U.S.C. 103(a). 

8. Claims 1-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Albretch et al. (US 2002/01 591 82A) in view of Waggoner et al. (US 2004/01 131 29A) 
and "STAT: A guide to LNP's line of thermoplastic composites for electrostatic 
dissipation" (STAT). 

9. As per claim 1 . Albretch teaches a data cartridge [40, FIG. 3], comprising: 
a housing [41, FIG. 3]; 

a non-tape storage medium contained within the housing [[0055], line 5; FIG. 24, 
FIG. 25]; 

circuitry contained within the housing for accessing the non-tape storage medium 
[[0055]]; and 

an externally accessible electrical connector supported by the housing and 
electrically coupled to the circuitry [48, FIG. 3; [0049], lines 3-6]. 

f 

Albretch essentially does not teach the housing being formed of materials having 
a surface resistivity in a range of 10 6 ohms/square-10 12 ohms/square. 

Waggoner teaches using static dissipative materials for housing and for shielding 
electronic equipment and components. STAT teaches the desirability to include static 
dissipative materials, which have a surface resistivity in a range of 10 6 ohms/square- 
10 12 ohms/square for electrical/electronic equipment and components protection. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to use static dissipative materials with a surface resistivity in a 
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range of 10 6 ohms/square-10 12 ohms/square for the housing, as is taught by Waggoner 
and STAT, in order to protect the data cartridge. 

Note that the range of the surface resistivity is dependent on the material used, 
and there is no patentability in using a different material in order to obtain a different 
range - as using static dissipative material for housing of electronic equipment is known 
in the art [Waggoner, STAT], and as the static dissipative material is not invented by 
applicant. 

10. As per claim 2 , STAT teaches the National Fire protection Association (NFPA) 
calling for dissipating approximately 5,000 volts DC to approximately 500 volts DC in 
less than approximately 0.5 seconds. It would have also been obvious to one of 
ordinary skill in the art at the time the invention was made for the housing to adapt to 
such dissipation in order to conform to NFPA specification. 

1 1 . As per claims 3-4 , STAT teaches Stat-Loy®, hence a dissipative polymer (page 
14, lines 12-24 of applicant specification); Waggoner teaches static dissipative polymer. 

12. As per claims 4-5 , STAT teaches Stat-Kon®, hence a carbon-filled resin and at 
least one of polypropylene, polyethylene, polystyrene, nylon, polycarbonate, ABS, and 
acrylic (page 14, line 25-page 15, line 2 of applicant specification). 

13. As per claims 6-8 . Albretch teaches the housing conforming to industry standard 
dimensions for a magnetic tape data cartridge [[0012], lines 1-3]; the non-tape storage 
medium comprising a disk-shaped storage medium [[0055], line 5]; and the non-tape 
storage medium comprising a solid-state storage medium [240, FIG. 23]. 

14. As per claims 9-1 0 , see the rejections of claims 1-2 above. 
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15. 



As per claims 11-15 . see the rejections of claims 3-6 and 8 above. 



16. 



As per claim 16 . see the rejections of claims 1 , 3 above. 



17. 



As per claims 17-20 . see the rejections of claims 4, 2, 6, 8 above. 



Double Patenting 



The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 1 1 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

18. Claims 1-20 are rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over Albretch et al. in view of claims 1-5 of U.S. Patent 
No. 6,915,977 (US 977). 

Claims 1-5 of US 977 claim a data cartridge comprising a housing with the 
characteristics of the housing in claims 1-5, 9-13, 16-18 of the current application. 
Claims 1-5 of US 977 do not claim the data cartridge being a non-tape data cartridge. 
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Albretch teaches the data cartridge being a non-tape data cartridge and the limitations 
associated with the non-tape data cartridge (see teachings of Albretch above). It would 
have been obvious to one of ordinary skill in the art at the time the invention was made 
to provide a housing for the non-tape data cartridge in Albretch with the characteristics 
of the housing claimed in claims 1-5 of US 977 in order to provide the same protection 
to the non-tape data cartridge. 

19. Claims 1-20 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1, 10, 15-16 of 
copending Application No. 10/047,280 (SN 280) in view of claims 1-5 of U.S. Patent No. 
6,915,977 (US 977). 

Claims 1-5 of US 977 claim a data cartridge comprising a housing with the 
characteristics of the housing in claims 1-5, 9-13, 16-18 of the current application. 
Claims 1-5 of US 977 do not claim the data cartridge being a non-tape data cartridge. 
Claims 1, 10, 15-16 of SN 280 claim a non-tape data cartridge and the limitations 
associated with the non-tape data cartridge. It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to provide a housing for the 
non-tape data cartridge claimed in claims 1,10, 15-16 of SN 280 with the characteristics 
of the housing claimed in claims 1-5 of US 977 in order to provide the same protection 
to the non-tape data cartridge. 

This is a provisional obviousness-type double patenting rejection. 

20. Claims 1-20 are provisionally rejected on the ground of nonstatutory 



Application/Control Number: 10/822,884 Page 9 

Art Unit: 2182 

obviousness-type double patenting as being unpatentable over claims 1, 10, 15-16 of 
copending Application No. 10/047,280 (SN 280) in view of Waggoner et al. and STAT. 

Claims 1, 10, and 15-16 of SN 280 claim a non-tape data cartridge and the 
limitations associated with the non-tape data cartridge. 

Waggoner teaches using static dissipative materials for housing and for shielding 
electronic equipment and components. STAT teaches the desirability to include static 
dissipative materials, which have a surface resistivity in a range of 10 6 ohms/square- 
10 12 ohms/square for electrical/electronic equipment and components protection. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to use static dissipative materials with a surface resistivity in a 
range of 10 6 ohms/square-10 12 ohms/square for the housing, as is taught by Waggoner 
and STAT, in order to protect the non-tape data cartridge. 

This is a provisional obviousness-type double patenting rejection. 

Conclusion 

21 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tanh Q. Nguyen whose telephone number is 571-272- 
4154. The examiner can normally be reached on M-F 9:30AM-7:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kim Huynh can be reached on 571-272-4147. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Sen/ice Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



TANH Q NGUYEN 
PRIMARY EXAMINER 
TECHNOLOGY CENTER 2100 
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